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APPELLANT'S BRIEF ON APPEAL 



Pursuant to 37 C.F.R. § 41.37, Appellants submit their Brief on Appeal, as 
follows: 

REAL PARTY IN INTEREST- UNDER 37 C.F.R. § 41.37(c)(1)(i) 

The real parties in interest in this appeal are Stereotaxis, Inc., a Delaware 
corporation, having a place of business at 4320 Forest Park Avenue, Suite 100, 
St. Louis, MO 63108, by virtue of an assignment to Stereotaxis recorded at Reel 
011985, Frame 0358. 

RELATED APPEALS & INTERFERENCES - UNDER 37 C.F.R. § 41.37(c)(1)(H) 
To the best of Appellants' knowledge, no other appeals or interferences 
are pending which will directly affect, be directly affected by or have a bearing on 
the Board's decision in the present pending appeal. 

STATUS OF THE CLAIMS - UNDER 37 C.F.R. § 41.37(c)(1)(iii) 

On March 13, 2007, Appellants appealed from the final rejection of Claims 

34-44. 

• A copy of the claims presently being appealed (i.e., Claims 34-44) is provided 
in the attached Claims Appendix. 

• A copy of the Final Office Action mailed November 13, 2006 placing claims 
34-44 under final rejection is provided in the attached Evidence appendix. 
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STA TUS OF AMENDMENTS - UNDER 37 C.F.R § 41.37(c)(1)(iv) 

A Final Office Action was mailed November 13, 2006, placing claims 34- 
44 under final rejection. An Amendment After Final was submitted on November 
28, 2006, in response to which an Advisory Action was issued on January 3, 
2007 that denied entry of the Amendment After Final. A Notice of Appeal was 
filed on March 13, 2007. 

SUMMARY OF THE CLAIMED SUBJECT MATTER - UNDER 37 C.F.R. § 
41.37(c)(1)(v) 

Independent Claim 34 

An atherectomy device comprising: 

a catheter having a proximal and a distal end and a lumen therebetween; 

a support structure in the lumen adjacent the distal end; 

one or more optical conduits in the catheter, each having a distal end 
supported by the support structure; 

one or more magnetic members disposed in the distal end of the catheter 
whereby the distal end is oriented by the one or more magnetic members that 
align relative to the direction of an externally applied magnetic field; and 

wherein the one or more optical conduit in the distal end are rotatable 
within the support structure. 

With regard to independent claim 34, the elements of this claim are 
disclosed in paragraphs 13, 49 and 88 of the present application. Paragraph 88 
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of the present application discloses a catheter having "a first lumen 814 opening 
at the distal end, for receiving an optical fiber 816 for conducting ablating laser 
energy to the distal end of the tool to ablate atheramatous material distal to the 
tool. The tool 810 also includes a passage 818." Paragraphs 13 and 49 further 
clarify that "open" lumens of the device can be used with optical coherence 
tomographic, or laser based imaging systems. Paragraph 88 clarifies that the 
catheter has a distal end structure 812, and paragraph 89 clarifies that the 
catheter has magnet members at the distal end. 

Independent Claim 35 

An atherectomy device comprising: 

a catheter having a proximal and a distal end and a lumen therebetween; 

a support structure in the lumen adjacent the distal end; 

one or more optical conduits in the catheter, each having a distal end 
supported by the support structure; 

one or more magnet members disposed in the distal end of the catheter 
that orient the distal end to align relative to an applied magnetic field, whereby 
the distal end is oriented by changing the direction of the externally applied 
magnetic field to cause the magnet members to align relative to the magnetic 
field; and 

wherein the one or more optical conduit distal in the distal end are 
rotatable within the support structure within the catheter. 
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With regard to independent claim 35, the elements of this claim are 
disclosed in paragraphs 13, 49 and 88 of the present application. Paragraph 88 
of the present application discloses a catheter having "a first lumen 814 opening 
at the distal end, for receiving an optical fiber 816 for conducting ablating laser 
energy to the distal end of the tool to ablate atheramatous material distal to the 
tool. The tool 810 also includes a passage 818." Paragraphs 13 and 49 further 
clarify that "open" lumens of the device can be used with optical coherence 
tomographic, or laser based imaging systems. Paragraphs 88-89 clarify that the 
catheter has a distal end structure 812 and one or more magnet members at the 
distal end. Paragraphs 7-8 indicate the magnet elements are oriented by 
changing the application of the externally applied magnetic field to cause the 
magnet members to align relative to the field. 

Independent Claim 39 

An atherectomy device comprising: 

a catheter having a proximal and a distal end and a lumen therebetween; 

a support structure in the lumen adjacent the distal end; 

one or more optical conduits in the catheter, each having a distal end 
supported by the support structure; 

one or more magnetic members disposed in the distal end of the catheter, 
whereby the distal end is oriented by the one or more magnetic members that 
align relative to the direction of an externally applied magnetic field; 

wherein the one or more magnet members are positioned within the 
catheter and are rotatable within the catheter. 
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With regard to independent claim 35, the elements of this claim are 
disclosed in paragraphs 13, 49 and 88 of the present application. Paragraph 88 
of the present application discloses "a first lumen 814 opening at the distal end, 
for receiving an optical fiber 816 for conducting ablating laser energy to the distal 
end of the tool to ablate atheramatous material distal to the tool. The tool 810 
also includes a passage 818." Paragraphs 13 and 49 further clarify that "open" 
lumens of the device can be used with optical coherence tomographic, or laser 
based imaging systems, or that lumens can be used with an optical fiber to 
perform laser induced florescence spectroscopy or optical low coherence 
reflectometry or optical coherence tomography. Paragraphs 88-89 clarify that the 
catheter has a distal end structure 812 and one or more magnet members at the 
distal end. Paragraphs 7-8 indicate the magnet elements are oriented by 
changing the application of the externally applied magnetic field to cause the 
magnet members to align relative to the field. 

Dependent Claim 43 

The device of claim 39, wherein at least one optical conduit is connected 
to an optical imaging system for acquiring an image of the interior circumference 
of a vessel in which the device is located, and at least one optical conduit is 
connected to a remote optical laser energy source for conducting ablating laser 
energy to the distal end of the device. 



Serial No.:09/777,018 



Page 6 of 18 



With regard to claim 43, this claim clarifies that the atherectomy device 
comprises two optical conduits, at least one optical conduit that is connected to 
an optical imaging system for acquiring an image of the interior circumference of 
a vessel in which the device is located, and at least one optical conduit that is 
connected to a remote optical laser energy source for conducting ablating laser 
energy to the distal end of the device. Paragraph 88 of the present application 
discloses "a first lumen 814 opening at the distal end, for receiving an optical 
fiber 816 for conducting ablating laser energy to the distal end of the tool to 
ablate atheramatous material distal to the tool. The tool 810 also includes a 
passage 818." Paragraphs 13 and 49 further clarify that "open" lumens of the 
device can be used with optical coherence tomographic, or laser based imaging 
systems. 

GROUNDS FOR REJECTION TO BE REVIEWED ON APPEAL - UNDER 37 
C.F.R. § 41.37(c)(1)(vi) 

Appellants present the following issues for review: 

1. Is the invention set forth in Claims 34-37, 39 and 44 anticipated by Ueda 
(U.S. Pat. No. 5,681,260)? 

2. Is the invention set forth in Claims 38 and 40-42 obvious over Ueda (U.S. 
Pat. No. 5,681,260) in view of Conlan et al (U.S. Pat. No. 5,904,147) and 
further view of Goldenberg (U.S. Pat. No. 4,830,460)? 

3. Is the invention set forth in Claim 43 obvious over Ueda (U.S. Pat. No. 
5,681 ,260) in view of Conlan et al (U.S. Pat. No. 5,904,147)? 
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ARGUMENT- UNDER 37 C.F.R § 41.37(c)(1)(vii) 
f . 1 st GROUND OF REJECTION ON APPEAL 

Pursuant to 37 C.F.R. § 41.37(c)(1)(vii), the following provides the 
contentions of appellants with respect to the 1 st ground of rejection above 
presented for review in accordance with 37 C.F.R. § 41.37(c)(1)(vi). 

I . Ueda Fails To Disclose All The Claim Limitations 

Claims 34, 35 and 39 

Appellants submit that the reference Ueda relied upon for the above 
rejection now under appeal neither teaches nor suggests one or more optical 
conduits that are rotatable within the support structure within the catheter. 

The Final Office Action states on Page 4 that the optical conduits can be 
rotated within the catheter device, since the conduits are loosely inserted. 
However, the Examiner's interpretation of "loosely inserted" is contrary to Ueda's 
teaching. Ueda discloses an insertable part 8 having a light guide 16 inserted 
through part 8 and light guide cable 14, and connected at the entrance end to 
connector 14A. This indicates that the light guide is secured at entrance end 
14A, and would not be rotatable. While Ueda states that articulation frames 22 
are connected rotatably with each other, this only pertains to the articulation 
frames, and does not support the Examiner's contention that Ueda's conduits 
16/25 are also inherently rotatable. The disclosed rotation of Ueda's articulation 
frames relative to each other does not conclusively mean that the optical 
conduits must also rotate. The Appellant submits that Ueda neither teaches nor 
suggests one or more optical conduits that are rotatable within the support 
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structure in the catheter. As such, the Appellant submits that claims 34, 35 and 
39 are not anticipated by Ueda. 

Claims 36. 37 and 44 

With regard to dependant claims 36-37 and 44, these claims depend from 
independent claims 35 and 39, which the Appellant believes to be allowable in 
view of the above remarks. As such, the Appellant submits that claims 36-37 
and 44 are also allowable for at least these reasons. 

2. 2 nd GROUND OF REJECTION ON APPEAL 

Pursuant to 37 C.F.R. § 41.37(c)(1)(vii), the following provides the 
contentions of appellants with respect to the 2 nd ground of rejection above 
presented for review in accordance with 37 C.F.R. § 41.37(c)(1)(vi). 

I . The References Fail To Disclose All The Claim Limitations 
Claim 38 

The Appellants submit that the reference Conlan relied upon for 
establishing the obviousness rejection now under appeal neither teaches nor 
suggests a laser ablation tool. 

The Final Office Action states on page 5 that Conlan teaches the tip of the 
catheter as having an ablation instrument that is supplied with energy via an 
optical fiber (Conlan, column 10, lines 25-31). However, the Appellant submits 
that Conlan merely teaches an optical fiber for illumination. The cited portion of 
Conlan teaches a light pipe or optical fiber to conduct light to an emitting beacon , 
and positioning the device in a passage by such illumination . Conlan may teach 
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positioning the tip of an ablation catheter by such illumination, but Conlan fails to 
disclose a laser ablation tool or an optical conduit that conducts laser ablating 
energy to a laser ablation tool. Even assuming, arguendo, that Conlan teaches 
an ablation catheter that would inherently receive ablating energy, this does not 
make inherent laser ablation energy, since other ablating energy sources such as 
RF energy or electrical energy may also be used. There is no specific disclosure 
that the optical fiber disclosed in Conlan is supplied with ablating energy from a 
laser energy source. The Appellant submits that neither Conlan nor Ueda teach 
or suggest a laser ablation tool. As such, the Appellant submits that claim 38 is 
not obvious in view of the references for at least this reason. 

Claim 41 

The Appellants submit that the reference Conlan relied upon for 
establishing the obviousness rejection now under appeal neither teaches nor 
suggests one or more magnetic members disposed in the distal end of the 
catheter, wherein the one or more magnet members are comprised in a support 
structure. 

Ueda discloses a hood 20 fitted to the tip, which hood is formed of a 
permanent magnet. (Ueda, column 8, lines 25-26). Conlan discloses a catheter 
having a balloon 26, and attaching a magnetic fragment to the balloon. (Conlan, 
column 8, lines 55-56). Accordingly, both Conlan and Ueda fail to disclose that 
the one or more magnets are comprised by a support structure, as claimed in 
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claim 40 and shown as 820 in Fig 26. As such, the Appellants submit that claim 
41 is not obvious in view of the references for at least this reason. 

Claims 40 and 42 

With regard to dependant claims 40 and 42, these claims depend from 
independent claim 39, which the Appellant believes to be allowable in view of the 
above remarks. As such, the Appellant submits that claims 40 and 42 are also 
allowable for at least these reasons. 

3. 2 nd GROUND OF REJECTION ON APPEAL 

Pursuant to 37 C.F.R. § 41.37(c)(1)(vii), the following provides the 
contentions of appellants with respect to the 2 nd ground of rejection above 
presented for review in accordance with 37 C.F.R. § 41.37(c)(1)(vi). 

I . The References Fail To Disclose All The Claim Limitations 
Claim 43 

The Appellants submit that the reference Conlan relied upon for 
establishing the obviousness rejection now under appeal neither teaches nor 
suggests an ablation instrument supplied with energy via an optical fiber. Page 5 
of the Final Office Action contends that Conlan teaches the tip of the catheter as 
having an ablation instrument that is supplied with energy via an optical fiber 
(Conlan, column 10, lines 25-31). However, this cited portion of Conlan only 
teaches a light pipe or optical fiber to conduct light to an emitting beacon , and 
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then positioning the device in a passage by such illumination. Conlan may teach 
positioning the tip of an ablation catheter by such illumination, but Conlan fails to 
disclose a laser ablation tool or an optical conduit that conducts laser ablating 
energy to a laser ablation tool. Even assuming, arguendo, that Conlan teaches 
an ablation catheter that would inherently receive ablating energy (eg. - RF or 
electrical energy), there is no specific disclosure that an optical fiber is supplied 
with ablating energy from a laser energy source. 

The Appellants submit that neither Ueda, or Conlan, disclose two optical 
conduits, where at least one optical conduit that is connected to an optical 
imaging system for acquiring an image of the interior circumference of a vessel in 
which the device is located, and at least one optical conduit is connected to a 
remote optical laser energy source for conducting ablating laser energy to the 
distal end of the device. As such, the Appellant submits that claim 43 is not 
obvious in view of Ueda and Conlan. 
CONCLUSION 

Appellant respectfully submits that the Examiner has not shown that 
claims 34-44 are properly anticipated by Ueda (U.S. Pat. No. 5,681,260), or that 
claims 38 and 40-42, and claim 43 are obvious over Ueda (U.S. Pat. No. 
5,681,260) in view of Conlan et al (U.S. Pat. No. 5,904,147). Accordingly, 
reversal of the rejections of Claims 34-44 are respectfully requested. 



Respectfully submitted, 



Kevin M. Pumm, Reg. No. 49,046 
Harness, Dickey & Pierce, P.LC. 
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Date: 5-/f-o7 



7700 Bonhomme Avenue, Suite 400 
St. Louis, MO 63105 
(314) 726-7500 
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CLAIMS APPENDIX 
UNDER 37 C.F.R. § 41.37(c)(1)(viii) 

1 -33.(Cancelled) 

34. (previously presented) An atherectomy device comprising: 

a catheter having a proximal and a distal end and a lumen 
therebetween; 

a support structure in the lumen adjacent the distal end; 

one or more optical conduits in the catheter, each having a distal 
end supported by the support structure; 

one or more magnetic members disposed in the distal end of the 
catheter whereby the distal end is oriented by the one or more 
magnetic members that align relative to the direction of an 
externally applied magnetic field; and 

wherein the one or more optical conduit in the distal end are 
rotatable within the support structure. 

35. (previously presented) An atherectomy device comprising: 

a catheter having a proximal and a distal end and a lumen 
therebetween; 

a support structure in the lumen adjacent the distal end; 

one or more optical conduits in the catheter, each having a distal 
end supported by the support structure; 

one or more magnet members disposed in the distal end of the 
catheter that orient the distal end to align relative to an applied 
magnetic field, whereby the distal end is oriented by changing the 
direction of the externally applied magnetic field to cause the 
magnet members to align relative to the magnetic field; and 
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wherein the one or more optical conduit distal in the distal end are 
rotatable within the support structure within the catheter. 

36. (previously presented) The device of claim 35, wherein the support 

structure comprises the one or more magnetic members. 

37. (previously presented) The device of claim 36, wherein the support 
structure comprises a sheath. 

38. (previously presented) The device of claim 37, wherein the device 
comprises a laser ablation tool. 

39. (previously presented) An atherectomy device comprising: 

a catheter having a proximal and a distal end and a lumen 
therebetween; 

a support structure in the lumen adjacent the distal end; 

one or more optical conduits in the catheter, each having a distal 
end supported by the support structure; 

one or more magnetic members disposed in the distal end of the 
catheter, whereby the distal end is oriented by the one or more 
magnetic members that align relative to the direction of an 
externally applied magnetic field; 

wherein the one or more magnet members are positioned within the 
catheter and are rotatable within the catheter. 

40. (Previously Presented) The device of claim 39, further comprising 
an ablation member at the catheter distal end. 

41. (Previously Presented) The device of claim 40, wherein the one or 
more magnet members are comprised by the support structure. 

42. (Previously Presented) The device of claim 41, wherein the 
support structure comprises a passage for a guidewire. 
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43 (Previously Presented) The device of claim 39, wherein at least one 
optical conduit is connected to an optical imaging system for 
acquiring an image of the interior circumference of a vessel in 
which the device is located, and at least one optical conduit is 
connected to a remote optical laser energy source for conducting 
ablating laser energy to the distal end of the device. 

44. (Previously Presented) The device of claim 39 wherein at least one 
optical conduit comprises an optical fiber having a beveled distal 
end facing generally radially outwardly for imaging the vessel in 
which the device is located. 
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EVIDENCE APPENDIX UNDER 37 C.F.R. § 41.37(c)(1)(iX) 

• A copy of the Office Action mailed November 1 3, 2006 placing the present 
application under final rejection is provided 
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RELATED PROCEEDINGS APPENDIX- UNDER 37 C.F.R. § 41.37(c)(1)(x) 
NONE. 
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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office adion: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 34-37, 39 and 44 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ueda et al. (US 5681260). 

Ueda et al. disclose a device comprising a catheter 8 having a proximal and a distal end 
and a lumen therebetween (Figure 28). A catheter is defined as "a hollow flexible tube for 
insertion into a body cavity, duct, or vessel to allow the passage of fluids or distend a 
passageway." (dictionary.com). Therefore, the catheter 8 of Ueda et al. reads on this definition. 
Ueda et al. continues to disclose a support structure 22/94/140 in the lumen adjacent the distal 
end. Ueda et al. also discloses one or more optical conduits 16/25 in the catheter 8, each having 
a distal end supported by the support structure 22/94/140 and one or more magnetic members 
(19/82/20/95) disposed in the distal end of the catheter 8. In addition, the distal end of the 
catheter 8 is oriented by one or more magnetic members (19/82/20/95) that align relative to the 
direction of an externally applied magnetic field from magnetic generator 1 1/31 (Abstract). 
Lastly, Ueda et al. teach one or more optical conduit 16/25 in the distal end is inherently capable 
of being rotated within a support structure 22/94/140. The support structure as stated can be 
broadly interpreted as section 140 or 22 within a tubular device. It is considered inherent that the 
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optical conduits can be rotated within the catheter device manually since the conduits are loosely 
inserted within the support structure allowing the conduit to be rotatable. In addition, 
articulation frames 22 that can be broadly interpreted as a support structure are connected 
rotatably with each other; therefore, the optical conduits 16/25 that fit adjacent to these support 
structures would inherently be capable of rotation as well (column 8, lines 31-41). 

As for claim 35, the magnet members (19/82/20/95) disposed in the distal end of the 
catheter that orient the distal end to align relative to an applied magnetic field 11/31, whereby the 
distal end is oriented by changing the direction of the externally applied magnetic field to cause 
the magnet members to align relative to the magnetic field (Abstract). 

In regards to claims 36 and 37, Ueda et al. teach a support structure 140 comprising one 
or more magnetic members 142 (Figure 25). Ueda et al. continue to disclose a support structure 
comprising a sheath 84/85 (Figure 1 1). 

As for claim 39, Ueda et al. disclose one or more magnetic members 142 disposed in the 
distal end of the catheter 8, whereby the distal end is oriented by the one or more magnetic 
members that align relative to the direction of an externally applied magnetic field 11/31. In 
addition, the one or more magnet members 142 are positioned within the catheter 8 and are 
inherently capable of being rotatable within the catheter since the magnet is manually inserted 
into channel 140, therefore, the magnet is capable of being manually rotated in any direction. 

As for claim 44, Ueda et al. discloses in figure 27 the device of claim 39 wherein at least 
one optical conduit comprises an optical fiber having a beveled distal end facing generally 
radially outwardly for imaging the Bessel in which the device is located (see column 18, In. 9- 
10). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 38 and 40-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ueda et al. in view of Conlan et al. (US 5904147) and further in view of Goldenberg (US 
4830460). 

Ueda et al. disclose a vivisecting forceps (column 12, line 17) or the like except doesn't 
explicitly teach a device comprising a laser ablation tool. However, Conlan et al. disclose a 
catheter device including an optical conduit 42 and being magnetically oriented by an external 
magnetic field as shown in Figure 7. Conlan et al. teach the tip of the catheter as having an 
ablation instrument (column 10, lines 25-31). Goldenberg further teaches a guidance system 
with an ultraviolet laser ablation tool at the catheter distal end (column 3, lines 20-21). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time of 
the invention to modify Ueda et al. by replacing the forceps with a laser ablation tool of Conlan 
et al. and Goldenberg in order to remove specific blockage in a user's body. 

As for claim 42, Ueda et al. teach a support structure 94/140 comprising a passage for a 
guide wire. Goldenberg discloses a similar support structure in a sleeve 72 that explicitly teaches 
a passage for a guidewire 70 (column 13, lines 65-68). Therefore, it would have been obvious 
for a person having ordinary skill in the art at the time of the invention to advance a guidewire 
through this passage to ensure an optical fiber remains in alignment. 
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5. Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. in 
view of Conlan et al. 

Ueda et al discloses in column 8, lines 1-24, an optical imaging system for acquiring an 
image of the interior circumference of a vessel in which the device is located and also discloses 
in column 7, lines 53-67, an optical conduit used to emit light on the insertable tip. Ueda fails to 
disclose a laser energy source for conducting ablating laser energy to the distal end of the device. 
Conlan teaches the tip of the catheter as having an ablation instrument (column 10, lines 25-31) 
that is supplied with energy via an optical fiber. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the second optical conduit of 
Ueda to deliver laser energy to the ablating device of Conlan in order to minimize the effects of 
hemorrhaging by visual inspection via imaging system located in the first optical conduit. 



Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogeh 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

7. Claims 34-37 and 39 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-26 of U.S. Patent No. US 5681260 in view of 
Ueda et al. 

The sheath in claims 7, 1 8, and 19 reads on a support structure of claim 1 of the instant 
application. An energy source in claims 1,18, and 19 can be broadly interpreted as an optical 
conduit or vice versa. Lastly, the magnetically active element in claims 1 and 18-20 reads on the 
magnetic members in claim 1 of the instant application. As for the optical conduit or energy 
source as being rotatable, Ueda et al. teach one or more optical conduit 16/25 in the distal end as 
being inherently capable of rotation within a support structure 22/94/140. The support structure 
as stated can be broadly interpreted as section 140 or 22 within a tubular device. It is considered 
inherent that the optical conduits can be rotated within the catheter device manually since the 
conduits are loosely inserted within the support structure allowing the conduit to be rotatable. In 
addition, articulation frames 22 that can be broadly interpreted as a support structure are 
connected rotatably with each other; therefore, the optical conduits 16/25 that fit adjacent to 
these support structures would inherently be capable of rotation as well (column 8, lines 31-41). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time of 
the invention to modify the device of the claims of '026 with the optical conduit being rotatable 
in order to position an optical conduit at a desired position before or during insertion. 
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8. Claims 38 and 40-42 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-26 of U.S. Patent No. US 5681260 and Ueda et al. 
in view of Conlan et al., and further in view of Goldenberg. 

Ueda et al. disclose a vivisecting forceps (column 12, line 17) or the like except doesn't 
explicitly teach a device comprising a laser ablation tool. However, Conlan et al. disclose a 
catheter device including a optical conduit 42 and being magnetically oriented by an external 
magnetic field as shown in Figure 7. Conlan et al. teach the tip of the catheter as having an 
ablation instrument (column 10, lines 25-31). Goldenberg further teaches a' guidance system 
with an ultraviolet laser ablation tool at the catheter distal end (column 3, lines 20-21). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time of 
the invention of the claims of '026 and Ueda et al. by replacing the forceps with a laser ablation 
tool of Conlan et al. and Goldenberg in order to remove specific blockage in a user's body. 

Response to Arguments 

9. Applicant's arguments filed 8/03/2006 with respect to claims 34-43 have been fully 
considered but they are not persuasive. 

In response to the Applicants arguments of claims34, 35, and 39: 

The Applicant argues that Ueda does not disclose a catheter device having magnetic 
members (19/82/20/95) that align relative to the direction of an externally applied magnetic field 
from a magnetic field generator (11/31/61). The Applicant further states that Ueda discloses a 
tip that is attracted by a magnetic force, which is moved towards a magnetic force generating 
part (31). 
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The Examiner notes that a magnetic force is a product of a magnetic field. Therefore, 
every magnetic field inherently has magnetic forces associated with it. Additionally, it is 
inherent that a magnet will align with the field by way of the force. Since the invention of Ueda 
discloses a tip that is attracted by a magnetic force which is generated at a remote location, it 
does in fact meet the claim limitation. 

The Examiner fails to see how the example provided by the Applicant in the last 
paragraph of page 5 of the remarks relates to the argument. Ueda discloses a tip this movable in 
relation to the postion of a magnet which the Examiner supposes is analogous to the Applicant's 
example of "a magnet held close above a compass causes the compass needle to be attracted up 
towards the magnet". The Examiner understands the Applicants example as it applies to a 
magnet that is held above a conventional compass that lies flat on a table. The needle of the 
compass tries to escape its horizontal plane of movement in order to point towards to the magnet. 
In other words, the needle has some positive angle of elevation from the horizontal plane because 
the needle is trying to point towards the magnet. The needle of the compass, which has its 
vertical movement restricted by a securing means (such as a pin) will thus align itself with the 
polarity of the magnet. 

The Applicant's second example is of "a magnet rotated above a compass that causes the 
compass needle to rotate and align with the direction of the magnetic field of the rotating 
magnet". The example provided by the Applicant is interpreted by the Examiner as a 
conventional compass laying flat on a table so that the needle can move in the horizontal plane. 
A conventional 2-pole magnet is placed over top of the compass. When rotated the needle of the 
compass rotates with the magnets position so that the needle is aligned with the orientation of the 
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magnet. The Examiner fails to how these examples clarify the arguments set forth in the 
Applicant's preceding paragraphs. 

The Applicant recites that the disclosure teaches that a magnetic field is used to align the 
tip relative to the direction of the field and therefore, unlike Ueda, the claimed magnet members 
may be aligned in a desired direction other than towards the magnet by changing the magnetic 
field's direction. The Examiner notes that in paragraph 43, line 16-17, the Applicant discloses 
that magnetic force is used to align the tip. Magnetic forces are used to align the tip relative to 
the magnetic field so it will move in the proper direction. Ueda discloses a tip that utilizes 
magnetic forces to direct its movement. The Examiner believes that Ueda discloses the 
limitation set forth in the Applicants claims. 

In response to the Applicants arguments of claims 38, and 40-43: 

The arguments have been responded to above. 
In response to the Applicants arguments towards the Double Patenting Rejection: 

The arguments have been responded to above. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam Brandt whose telephone number is 571-272-7199. The 
examiner can normally be reached on 8:30 AM to 4:30 PM; Mon thru Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on 571-272-4835. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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